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Attorney Docket 


CLON-069 




First Named Inventor 


Farmer, Andrew Alan 




Application Number 


10/055,794 


Address to: 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 


Filing Date 


01-17-2002 


Art Unit 


1636 


Examiner 


Maria Marvich 


Title: "SEQUENCE SPECIFIC RECOMBINASE-BASED 
METHODS FOR PRODUCING INTRON CONTAINING VECTORS 
AND COMPOSITIONS FOR USE IN PRACTICING THE SAME" 



Sir: 



This communication is responsive to the Notice of Non-Responsive Amendment dated June 9, 
2004, for the above-captioned application, for which a one-month period of response was given making 
this response due on or before July 9, 2004. 

The Examiner notes in the Communication that the original reply, which was not received by the 
Office, must be accompanied by the USPTO filing receipt, such as a stamped postcard, from the USPTO 
indicating the date the Office had received the response. However, the Applicants are unable to furnish 
the Office with a postcard because a stamped postcard was never returned to the Applicants from the 
Office. Accordingly, in lieu of the postcard, enclosed please find a statement under 37 C.F.R. § 1.8(b) 
by the undersigned attesting on a personal knowledge basis to the timely mailing of the response, which 
response was mailed in accordance with the Certificate of Mailing requirements under 37 C.F.R. 
§ l-8(a). 



In addition, submitted herewith is a petition under 37 C.F.R. §1.181 to withdraw a holding of 
potential abandonment and the supporting documents. The Applicants note that a holding of 
abandonment has not been made for the above referenced matter; however, the petition would be 
submitted by the Applicants if such a holding were to be made. 

Accordingly, enclosed please find: 

(1) a Petition to Withdraw Holding of Potential Abandonment under 37 C.F.R. §1.181; 

(2) a copy of the Applicant's originally filed response dated September 19, 2002; and 
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(2) a statement under 37 C.F.R. § 1.8(b) by the undersigned attesting on a personal 

knowledge basis to the timely mailing of the response, which response was mailed in 
accordance with 37 C.F.R. § 1.8(a). 

In addition, a copy of the transmittal evidencing the certificate of mailing signed by Donna 
Macedo and a copy of the undersigned Firm's outgoing Mail log dated September 19, 2002 are attached 
in support of the statement under 37 C.F.R. § 1.8(b). 

If the Examiner finds that a Telephone Conference would expedite prosecution of this 
application, he is invited to contact the undersigned (650) 327-3400. 

The Commissioner is authorized any to charge any underpayment of fees associated with this 
communication to Deposit Account No. 50-0815. 

Respectfully submitted, 

Date: » 



BOZICEVIC, FIELD & FRANCIS LLP 
200 Middlefield Road, Suite 200 
Menlo Park, CA 94025 
Telephone: (650) 327-3400 
Facsimile: (650)327-3231 




2 



JUL 0 8 2D04 J Express Mail No.: EV333997202US 





Attorney Docket 


CLON-069 


PETITION 
UNDER 37 C.F.R. §1.181(a) 


First Named 


Farmer, Andrew Alan 


Application Number 


10/055,794 


WITHDRAW HOLDING OF 


Filing Date 


01-17-2002 


Ada xmr^ivn\yn?i\i r r 
AI5AIN U U IN MIL IN 1 


Group Art Unit 


1636 


Address to: 


Examiner Name 


Maria Marvich 


Commissioner for Patents 
P.O. Box 1450 
Alexandria. VA 22313-1450 


Title: "SEQUENCE SPECIFIC RECOMBINASE- 
BASED METHODS FOR PRODUCING INTRON 
CONTAINING VECTORS AND COMPOSITIONS FOR 
USE IN PRACTICING THE SAME" 



Sir: 

Applicants hereby petition to withdraw a holding of abandonment of the above- 
referenced patent application. 



The Applicants contend that the application is not in fact abandoned because a response 
to the outstanding Office Action was timely filed by the Applicants but was not received by the 
Office. Specifically, the Applicants maintain that a response to the Office Action dated July 18, 
2002 was timely filed on September 19, 2002, which response was mailed to the U.S. Patent and 
Trademark Office in accordance with the Certificate of Mailing requirements under 37 C.F.R. 
§ 1.8(a). 



Submitted with this petition are the following: 

(1) a copy of the Applicant's originally filed response dated September 19, 2002; and 

(2) a statement under 37 C.F.R. § 1.8(b) by the undersigned attesting on a personal 
knowledge basis to the timely mailing of the response, which response was 
mailed in accordance with the Certificate of Mailing requirements under 37 
C.F.R. § 1.8(a). 
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A fee should not be associated with such a petition; however the Commissioner is 
authorized to charge any associated fees with this petition, including any necessary fees for 
extensions of time, or credit any overpayment to Deposit Account No. 50-0815. 



BOZICEVIC, FIELD & FRANCIS LLP 
200 Middlefield Road, Suite 200 
Menlo Park, CA 94025 
Telephone: (650) 327-3400 
Facsimile: (650)327-3231 

F:\DOCUMENT\CLON\069\Petition under 1.181(a).doc 



Respectfully submitted, 

BOZICEVIC, FIELD & FRANCIS LLP 



Date: 





Bret E. Field 
Registration No. 37,620 
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StafeMftmAttesting to 
Timely Mailing of 
Correspondence to 
U.S. Patent and Trademark Office 


Attorney Docket 


CLON-069 


First Named Inventor 


Farmer, Andrew Alan 


Application Number 


10/055,794 


Filing Date 


01-17-2002 


Under 37 C.F.R. § 1.8(b)(3) 


Group Art Unit 


1636 


Examiner Name 


Maria Marvich 


Address to: 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 223 13-1450 


Title: "SEQUENCE SPECIFIC RECOMBINASE-BASED 
METHODS FOR PRODUCING INTRON CONTAINING 
VECTORS AND COMPOSITIONS FOR USE IN PRACTICING 
THE SAME" 



Dear Sir: 



I, Bret Field attest under 37 C.F.R. § 1.8(b)(3) on a personal knowledge basis that the response to 
the Office Action dated July 18, 2002, was timely filed on September 19, 2002, which response was 
mailed to the U.S. Patent and Trademark Office in accordance with the Certificate of Mailing 
requirements under 37 C.F.R. § 1.8(a). 

In support of this statement, submitted herewith is a copy of the transmittal evidencing the 
Certificate of Mailing signed by Donna Macedo on September 19, 2002 (Exhibit A) and a copy of the 
Firm's Outgoing Mail log for September 19, 2002 showing in the third entry that a response to an Office 
Action was mailed for U.S. Application Serial No. 10/055,794 (Exhibit B). 



I hereby declare that all statements made herein of my own knowledge are true and that all 
statements made on information and belief are believed to be true; and further that these statements were 
made with the knowledge that willful false statements and the like so made are punishable by fine or 
imprisonment, or both, under Section 1001 of Title XVIII of the United States Code, and that such 
willful false statements may jeopardize the validity of the application or any patent issuing thereon. 



Date: 7^'^ 



BOZICEVIC, FIELD & FRANCIS LLP 
200 Middlefield Road, Suite 200 
Menlo Park, CA 94025 
Telephone: (650) 327-3400 
Facsimile: (650)327-3231 
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CERTIFICATE OF MAILING 



I hereby certify that this correspondence is being deposited with the United States Postal Service as first class mall in an envelope 
addressed to: Assistant Commissioner for Patents, Washington, D C. 20231. 



Typed or Printed Name 



Signature 



Date 
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10/055,794 


AMENDMENT UNDER 


Confirmation Number 


7438 


37 C.F.R. §1.111 






Filing Date 


January 17, 2002 


Address to: 


First Named Inventor 


Andrew Alan Farmer 


Assistant Commissioner for Patents 






Washington, D.C. 20231 


Examiner 


Maria Marvich 




Group Art 


1636 




Attorney Docket No. 


CLON-069/ P-146 



This amendment is responsive to the Office Action dated July 1 8, 2002 for which 
a three-month period for response was given making this response due on or before 
October 1 8, 2002. In view of the amendments to the claims and the remarks put forth 
below, reconsideration and allowance are respectfully requested. 

AMENDMENTS 

In the claims: 

Cancel Claim 1 . 



2. (Once Amended) A sequence specific recombinase based system for use in 
preparing an intron containing vector, said system comprising: 

a donor vector comprising at least one splice site and an acceptor vector 
comprising at least one splice site, wherein said donor and acceptor vectors each 
comprise at least one recombinase recognition site and wherein one of said donor and 
acceptor vectors comprises two recombinase recognition sites and the other of said 
donor and acceptor vectors comprises a single recombinase recognition site, wherein 
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all of said recombinase recognition sites are able to recombine with each other. 

7. (Once Amended) The system according to Claim 2, wherein said system 
further comprises a sequence specific recombinase. 

8. (Once Amended) The system according to Claim 2, wherein said recombinase 
recognition sites are selected from the group consisting of: lox sites, att sites, dlf sites 
and frt sites. 

9. (Once Amended) The system according to Claim 2, wherein said donor and 
acceptor vectors are plasmids, cosmids, bacs, yacs or viruses. 

10. (Once Amended) The system according to Claim 2, wherein said system 
further comprises a host celL 

1 1 . (Once Amended) The system according to Claim 2, wherein each of said 
donor and acceptor vectors comprise a splice donor and a splice acceptor sequence. 



\ 



Cancel Claims 12 to 20. 

21 . (Once Amended) A kit for use in a producing an expression vector, said kit 
comprising: 

at least one of: 

(a) a donor vector comprising a splice site; and 

(b) an acceptor vector comprising a splice site; 

wherein each of said donor and acceptor vectors further comprises at least one 
recombinase recognition site and wherein one of said donor and acceptor vectors 
comprises two recombinase recognition sites and the other of said donor and acceptor 
vectors comprises a single recombinase recognition site, wherein all of said 
recombinase recognition sites are able to recombine with each other. 
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24. (Once Amended) A method of producing an intron containing vector, said 
method comprising: 

combining a splice sequence comprising donor vector and a splice sequence 
comprising acceptor vector, wherein one of said donor and acceptor vectors comprises 
two recombinase recognition sites and the other of said donor and acceptor vectors 
comprises a single recombinase recognition site, wherein all of said recombinase 
recognition sites are able to recombine with each other, with a recombinase under 
conditions sufficient for site-specific recombination to occur to produce said intron 
containing vector. 



Cancel Claims 31 to 37. 

REMARKS UNDER 37 CFR S 1,111 

Claims 2-1 1 and 21-30 are pending after entry of the amendments set forth 

herein. 

Claims 1-37 were examined and were rejected. 

Claim 2 has been amended to incorporate the limits of Claim 1 , and Claims 22 
and 24 have correspondingly been amended. The additional amendments to the 
dependent claims have been made solely to bring these dependent claims into 
compliance with their independent claims from which they depend. Attached hereto is a 
marked-up version of the changes made to the claims by the current amendment The 
attached is captioned " VERSION WITH MARKINGS TO SHOW CHANGES MADE ," 
As the above amendments introduce no new matter to the application, their entry by the 
Examiner is respectfully requested. 



At the top of Page 2 of the Office Action, a request was made to provide a 
sequence listing for the sequences shown on pages 17 and 18 of the specification. 
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However, David Guzo informed the undersigned in a message dated September 17, 
2002 that a sequence listing for these sequences was not in fact required under the 
rules. As such, the specification has not been amended to include sequence id numbers 
and no sequence listing is attached. 

With respect to the drawings, formal drawings are being submitted herewith. 

Claims 1, 7-24 and 27-37 have been rejected under 35 U.S.C. §102 (b) as 
lacking novelty over Griffiths. In view of the above amendments in which Claim 1 has 
been incorporated into Claim 2, which claim was found free of the prior art by the 
Examiner, as well as the amendment of Claims 21 and 24 to include the same limitation 
of Claim 2, this rejection may be withdrawn. 

The Applicant notes that the above amendments and claim cancellations have 
been made solely to expedite allowance of the presence application and should not be 
construed as an agreement by the Applicant with the Examiner's position regarding the 
canceled claims and the cited prior art. The Applicant expressly reserves the right to 
pursue these canceled claims in a continuation application, and the Applicant still 
regards these canceled claims as patentable over the prior art cited by the Examiner. 



Conclusion 

In view of the above remarks, this application is considered to be in good and 
proper form for allowance and the Examiner is respectfully requested to pass this 
application to issue. 
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If the Examiner finds that a Telephone Conference would expedite prosecution of 
this application, he is invited to contact the undersigned (650) 327-3400. 

In the event that the transmittal letter is separated from this document and the 
Patent Office determines that extensions or other relief is required and/or fees are due 
applicants, the Applicant petitions for any required relief, Including extensions of time, 
and authorize the Commissioner to charge our Deposit Account No. 50-081 5, Order 
Number CLON-069, for any fees due in connection with the filing of this document. The 
Patent Office is not authorized to charge issue fees to our Deposit Account. 

Respectfully submitted, 
BOZICEVIC. FIELD & FRANCIS LLP 



Date: g» ff^j 




BOZICEVIC, FIELD & FRANCIS LLP 
200 Middlefield Road, Suite 200 
Menlo Park, CA 94025 
Telephone: (650) 327-3400 
Facsimile: (650) 327-3231 

F:\DOCUMENT\CLON\069\rsp oa dated 7-18-02.doc 
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VERSION WITH MARKINGS TO SHOW CHANGES MADE 



In the claims: 

Cancel Claim 1 . 

2. (Once Amended) The system according to Claim 1 . A sequence specific 
recombinase based system for use in preparing an intron containing vector, said system 
comprising: 

a donor vector comprising at least one splice site and an acceptor vector 

comprising at least one splice site, wherein said donor and acceptor vectors each 
comprise at least one recombinase recognition site and wherein one of said donor and 
acceptor vectors comprises two recombinase recognition sites and the other of said 
donor and acceptor vectors comprises a single recombinase recognition site, wherein 
all of said recombinase recognition sites are able to recombine with each other. 

7. (Once Amended) The system according to Claim 2 4, wherein said system 
further comprises a sequence specific recombinase. 



8, (Once Amended) The system according to Claim 2 4, wherein said 
recombinase recognition sites are selected from the group consisting of: lox sites, att 
sites, dif sites and frt sites. 



9. (Once Amended) The system according to Claim 2 4, wherein said donor and 
acceptor vectors are plasmids, cosmids, bacs, yacs or viruses. 



1 0. (Once Amended) The system according to Claim 2 4, wherein said system 
further comprises a host cell. 
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1 1 . (Once Amended) The system according to Claim 2 + 7 wherein each of said 
donor and acceptor vectors comprise a splice donor and a splice acceptor sequence. 

Cancel Claims 12 to 20. 

21 . (Once Amended) A kit for use in a producing an expression vector, said kit 
comprising: 

at least one of: 

(a) a donor vector comprising a splice site; and 

(b) an acceptor vector comprising a splice site; 

wherein each of said donor and acceptor vectors further comprises at least one 
recombinase recognition site and wherein one of said donor and acceptor vectors 
comprises two recombinase recognition sites and the other of said donor and acceptor 
vectors comprises a single recombinase recognition site, wherein all of said 
recombinase recognition sites are able to recomblne with each other . 

24. (Once Amended) A method of producing an intron containing vector, said 
method comprising: 

combining a splice sequence comprising donor vector and a splice sequence 
comprising acceptor vecto r, wherein one of said donor and acceptor vectors comprises 
two recombinase recognition sites and the other of said donor and acceptor vectors 
comprises a single recombinase recognition site, wherein all of said recombinase 
recognition sites are able to recombine with each other, with a recombinase under 
conditions sufficient for site-specific recombination to occur to produce said intron 
containing vector. 



Cancel Claims 31 to 37. 
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Sir 

Transmitted herewith are 5 sheets of formal drawings to be filed in connection with the above-identified application 



The Commissioner is hereby authorized to charge any fees under 37 CF.R §§ 1.16 and 1.17 wmchinay be required 
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Copy of Return Postcard Never Rcvd, Copy 
of Express Mail Label No. EV333998300US 
W/receipt of Entry, Copy of Track & 
Confirm, Copy of Outgoing Mail Log dated 
12/19/03 


BEF 




INTM-008 


10/490,458 


Transmittal, IDS, SB08A, Copies of (20) 
Cited References 


PAB 




UCAL-296 


10/799,854 


Transmittal, IDS, SB08A, Copies of (13) 
Cited References 


PAB 




DOSH-002 


10/627,583 


Transmittal, IDS, SB08A, Copy of Intl Search 
dated 07/06/04 


BEF 




CLON-069 


10/055,794 


Transmittal, Communication, Petition under 
1.181 (a), Copy of Submission filed 09/1 9/02, 
Statement Attesting Timely Mailing of 
Correspondence 1.8(b)(3), Exhibits A-B 


BEF 





